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If it has not happened yet, it might soon. You
type the name of your business into Google to
see how it presents only to find a competitor’s
business is listed above yours. Confusingly, its
advertisement bears your business’s name
and/or your trademark, letter for letter, word
for word. You start to worry that potential
customers will click your competitor’s link
instead of yours. You even fear some
customers will mistake your competitor’s
business for your own. You wonder: How does
this happen, and what can | do?

Google keyword advertising

As businesses seek to expand their online presence, many will engage in Google keyword
advertising. Google keyword advertising involves bidding on keywords so your business will
appear first when someone uses those keywords in a Google search. For instance, if you open
Google now and search “running shoes,” the top results will bear the heading “Sponsored”
and will likely include the terms “running” and/or “shoes.” The reason those advertisements
are there is because those businesses bid on some variation of the term “running shoes.”

The bidding process involves businesses creating advertisements with specific keywords and
selecting a maximum bid they are willing to pay for those keywords. Then, when a user
searches for a term that matches the keywords, Google displays the highest-bidding and
most relevant advertisements as sponsored links above the organic results. The business will
provide instructions to Google indicating its budget for a particular advertising campaign. So
long as there are funds available in the campaign, all bids on keywords will result in the
online advertisement being displayed when those keywords are used in a Google search. The
higher the bid, the higher the placement of the online advertisement.

But what about when the keywords are a trademark? And what if they are your trademark?
Businesses marketing themselves online will sometimes bid on competitors’ trademarks so
their advertisements will trigger when those trademarks are searched. If the owner of the
trademark has not bid on its trademark, or if its bids are too low, competitors’
advertisements may appear as sponsored links and could even outrank the trademark’s
rightful owner. So what can you do about it?
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Bidding war: Clash of the keywords

In Vancouver Community College v Vancouver Career College (Burnaby) Inc., 2017 BCCA 41,
the plaintiff, Vancouver Community College, sued when it learned the defendant, Vancouver
Career College (Burnaby), had bid on the keywords “VCC” and “Vancouver Community
College” and was promoting advertisements that risked directing potential students away
from Vancouver Community College and towards Vancouver Career College (Burnaby), its
competitor. Vancouver Community College alleged the defendant’s advertisements were
confusing and amounted to “passing off,” a common law tort that can ground a civil action
when one business attempts to pass itself off as another.

One of the critical issues in this case was whether the defendant’s advertisement caused
confusion between the colleges. Theurt examined the defendant’s advertisements for
elements causing confusion for potential students. The court found the defendant had
included the term “VCC” in its domain name and that VCC was an acronym long associated
with Vancouver Community College. Accordingly, the court found that such use was likely to
confuse potential students. The key factor identified here was that the advertisement itself
bore the trademarked keyword in question. The court stated that merely bidding on a
keyword is not illegal, but where an advertisement clearly bears the trademark in question,
that advertisement may amount to passing off.

The court ultimately ruled in favour of the plaintiff, finding the defendant had indeed passed
itself off as the plaintiff's business in its Google advertisements. The court ordered that the
defendant be restrained from the use of “VCC” and “VCCollege” in respect to its internet
presence and awarded damages for the harm caused to the plaintiff.

What can you do?

So, you have Googled your business and discovered a competitor is using your trademark in
its Google advertisements. You deduce your competitor bid on your trademark so its
advertisement would appear first. Now what?

At this point, you might consider contacting a lawyer to learn more about your rights and the
options available to you. A skilled lawyer will be able to offer you a variety of cost-effective
options for proceeding, including formal and non-formal legal and administrative processes.
However, it is prudent to act sooner than later. The longer your competitor uses your
trademark, the more your business might suffer as a result.

Learn more about how TDS can support you with your legal needs. If you need assistance
with any legal matters, please complete the Client Intake Form on our website.

www.tdslaw.com | ©2024 TDS Law. All rights reserved.


http://www.tdslaw.com/intake-form/
https://www.tdslaw.com

THOMPSON
@é\@ DORFMAN
SWEATMAN

DISCLAIMER: This article is presented for informational purposes only. The content does not
constitute legal advice or solicitation and does not create a solicitor client relationship. The views
expressed are solely the authors’ and should not be attributed to any other party, including
Thompson Dorfman Sweatman LLP (TDS), its affiliate companies or its clients. The authors make no
guarantees regarding the accuracy or adequacy of the information contained herein or linked to via
this article. The authors are not able to provide free legal advice. If you are seeking advice on
specific matters, please contact Keith LaBossiere, CEO & Managing Partner at kdl@tdslaw.com, or
204.934.2587. Please be aware that any unsolicited information sent to the author(s) cannot be
considered to be solicitor-client privileged.

While care is taken to ensure the accuracy for the purposes stated, before relying upon these
articles, you should seek and be guided by legal advice based on your specific circumstances. We
would be pleased to provide you with our assistance on any of the issues raised in these articles.
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