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U.S. IP often goes hand-in-hand with
trademarks, patents, and copyrights
registered in Canada.  Should security
interests against Canadian IP be treated the
same as in the U.S.?

If a bank holds a security interest against
registered trademarks in Canada, is
recordation of the security interest
required in order to “perfect” the
security interest?  If so, with what
agencies or registries must the security
interest be recorded?

In order to create an enforceable security interest in a trademark, one must look to the
applicable provincial legislation.

Most provinces in Canada have enacted a Personal Property Security Act to govern security
interests in personal property.  For example, Ontario has enacted the Personal Property
Security Act (Ontario) (the “PPSA”) which is based on Article 9 of the American Uniform
Commercial Code (“U.C.C.”).

The PPSA applies to “personal property” which normally includes, among other things,
intangibles.  At law, a trademark is generally considered to be a “chose in action” and is
therefore included in the definition of “intangibles” under the PPSA.  Thus, the terms of the
PPSA are likely applicable to trademarks.

To take a security interest in intellectual property under the PPSA, two general requirements
must normally be satisfied: attachment and perfection.  A security interest for trademarks
attaches when the debtor signs a security agreement that contains a description of the
collateral sufficient to enable it to be identified, value is given and the debtor has rights in
the collateral.  A security interest in a trademark is normally perfected when it has attached
and a financing statement has been filed with the appropriate Personal Property Security
Registry (“PPSR”).

There has been much debate as to whether security interests should be registered with the
Canadian Intellectual Property Office (“CIPO”) in addition to the applicable PPSA. The
Trademarks Act is silent on the creation of a security interest in a trademark, and although
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the CIPO will permit a party to record a security interest against a trademark on its internal
database, the CIPO does not take any position as to the validity of such an interest.  Thus, it
remains unclear whether there is any benefit to filing such a registration with the CIPO.

If a security interest is recorded against registered trademarks, will an indication
of the security interest appear in online records of the Canadian Intellectual
Property Office?  If not, are there other ways of confirming the existence of a
security interest against registered trademarks?

Yes. A security agreement notice will appear under the “Action History” tab of a registered
trademark on CIPO’s website.

The United States Patent and Trademark Office makes security interests – and
releases of security interests – available online as recorded documents.  Are
security interests against Canadian trademarks available online as well?

No.  Security interests and releases of security interests are not available to view on CIPO’s
website as recorded documents.  However, a copy of these documents can be requested
from CIPO.

Under current Canadian law, what are the governmental fees for recording a
security interest in trademarks?

There is no prescribed form or fee for registering a security interest against a trademark with
CIPO.

While we’ve been discussing trademarks, do the same rules regarding perfection
of security interests apply to issued patents and registered copyrights in Canada? 
Or are there any important differences about which intellectual property owners
should be aware?

The Patent Act and Copyright Act are similarly silent on the creation or perfection of a
security interest in a patent or copyright.  Patents and copyrights are also considered
“intangibles” for the purposes of the PPSA and are governed by the same rules as trademarks
outlined above as it relates to the PPSA.
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DISCLAIMER: This article is presented for informational purposes only. The content does not
constitute legal advice or solicitation and does not create a solicitor client relationship. The views
expressed are solely the authors’ and should not be attributed to any other party, including
Thompson Dorfman Sweatman LLP (TDS), its affiliate companies or its clients. The authors make no
guarantees regarding the accuracy or adequacy of the information contained herein or linked to via
this article. The authors are not able to provide free legal advice. If you are seeking advice on
specific matters, please contact Keith LaBossiere, CEO & Managing Partner at kdl@tdslaw.com, or
204.934.2587. Please be aware that any unsolicited information sent to the author(s) cannot be
considered to be solicitor-client privileged.

While care is taken to ensure the accuracy for the purposes stated, before relying upon these
articles, you should seek and be guided by legal advice based on your specific circumstances. We
would be pleased to provide you with our assistance on any of the issues raised in these articles.
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